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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)[x] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) 25-30 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 1-24 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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RESTRICTION REQUIREMENT 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 
Group I. Claims 1-24, drawn to a method and apparatus for applying tubular labels to 

containers, classified in Class 53, subclass 399. 

Group II. Claims 25-30, drawn to a tube opening former, classified in Class 53, 

subclass . 

The inventions are distinct, each from the other, because of the following reasons: 
The inventions of Groups I and II are related as combination and subcombination. A 
restriction requirement is based on the presumption that all claims of record define patentable 
inventions. Inventions in this relationship are distinct if it can be shown that (1) the combination 
as claimed does not require the particulars of the subcombination as claimed for its presumed 
patentability and (2) that the subcombination has utility by itself or in other combinations. (See 
MPEP 806.06(c)). In the instant case, a comparison of combination claim 1/9 and 
subcombination claim 25 provides evidence that the combination, as claimed, does not require 
the particulars of the subcombination, as claimed, for its presumed patentability. 
Subcombination claim 25 sets forth the specific design of the former. Combination claims 1 and 
9 do not set forth these particulars and, consequently, do not require them for patentability. Even 
if other combination claims do set forth these particulars, distinction between the inventions is 
shown if any one combination claim does not include the particulars of any one subcombination 
claim. The presence of the particulars in other combination claims indicates that they may be 
included as part of the combination, but the claims selected above provide evidence that the 
particulars are not required. (See MPEP 806.05(c), Example 3.) The subcombination have 
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separate utility because it can be used in packaging operations without the rest of the 
combination and in other packaging operations.. 

Because these inventions are distinct for the reasons given above, and because they have 
acquired a separate status in the art as shown by their different classifications, restriction for 
examination purposes, as indicated, is proper. 

Applicant is advised that the response to this requirement, to be complete, must include 
an election of the invention to be examined even if the restriction requirement is traversed. 

During a telephone conversation between Examiner John Sipos and Mr. M. Phillips, 
attorney of record in this case, on July 30, 2004, a provisional election was made with traverse to 
prosecute the invention of Group I comprising claims 1-24. Affirmation of this election must be 
made by applicant in responding to this Office action. Claims 25-30 are withdrawn from further 
consideration by the examiner as being drawn to a non-elected invention. (See 37 CFR 
1.142(b)). An action on the merits of the elected claims follows. 

Applicant is reminded that, upon cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a diligently filed petition 
under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(h). Applicant should further 
amend the title, in necessary, to reflect the elected invention. 



REJECTIONS OF CLAIMS BASED ON FORMAL MATTERS 

The following is a quotation of the second paragraph of 35 U.S.C. ' 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention. 

Claims 9-23 are rejected under 35 U.S.C. 1 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The "expelling" function in the last paragraph of claim 9 is unclear in 
that the "means for sequentially positioning the containers" does not perform this function. 

Claim 15 has no proper antecedence for the "second pair of rollers". The claim should 
depend on claim 13. 

Claim 21 has no proper antecedence for the "selected length". 



REJECTIONS OF CLAIMS BASED ON PRIOR ART 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application by 
another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title 
before the invention thereof by the applicant for patent. 

Claims 1-3,6-9,12-15,22 and 24 are rejected under 35 U.S.C. ' 102(b) as being clearly 
anticipated by the patent to Konstantin (3,974,628). 

Regarding claims 1 and 24, the patent to Konstantin shows a method and apparatus for 
placing a band over an article comprising of extending a flattened tube by rollers 3 and 5, 
inserting the leading edge into a former having an internal contour 7 with suction holes (see 
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column 5, lines 3-6) adapted for radially opening the tube, conveying the articles into alignment 
with the tube by conveyor 49 and separating the leading portion of the tube by cutter 8 and 
expelling the leading portion of the tube onto the article. Regarding claims 8 and 24, the former 
contour 7 is formed in Figure 5 with guides 71 and 72 that would aid in guiding a crease if it was 
present in the tube. 

Regarding claim 9, the claimed structure is read on the reference as recited above with 
the exception that the "former" that is downstream from the cutter and which radially opens the 
tube is read on former fingers 10 of Konstantin that perform the same function. 

Regarding claims 12-15, note the first rollers 5, upstream second rollers 4 supporting 
spreader sphere 5. 

Regarding claim 22, "means for cross folding" the tube is read on the rollers3,4,5 and 
sphere 5 that change the orientation of the flat film by 90 degrees. 

Claims 1-5,9,12-18 and 21 are rejected under 35 U.S.C. f 102(b) as being clearly 
anticipated by the patent to Strub (3,802,152). 

The patent to Strub shows a method and apparatus for placing a band over an article 
comprising of extending a flattened tube by rollers 28,46 and 46a, inserting the leading edge into 
a former 108 having an internal contour adapted for radially opening the tube, opening the tube, 
conveying the articles into alignment with the tube by conveyor 124,130 and separating the 
leading portion of the tube by cutter 84 with the former being positioned downstream of the 
cutter and expelling the leading portion of the tube onto the article. 

Regarding claims 4,5 and 21 the tube of Strub can be fed by either preselcted length 
(column 4, lines 44-57) or by registration marks sensed on the tube (column 1, line 48 et seq.). 
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Regarding claims 12-15, note the first rollers 28, upstream second rollers 22 supporting 
spreader sphere 56. 

Regarding claims 16-18, note the ramp portion in former 108 below the cutter in Figures 
2 and 5-9 that aids the movement of the tube into the former. 



The following is a quotation of 35 U.S.C. ' 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 4,5,21 and 23 are rejected under 35 U.S.C. f 103(a) as being unpatentable over 
the patent to Konstantin. The feeding of a tube dependent on preselected lengths or on 
registration marks on the tube (claims 4,5 and 21) and perpendicular spreading plates (claim 23) 
are well known in the art and would have been obvious modification for their inherent benefits. 

Claims 6-8,10,11,19,20 and 22-24 are rejected under 35 U.S.C. ' 103(a) as being 
unpatentable over the patent to Strub. The use of suction to hold the tube in the former (claims 6 
,7,10 and 1 1), the use of crease guides (claims 8,20 and 24) and perpendicular spreading plates 
(claims 22 and 23) are well known in the art and would have been obvious modification for their 
inherent benefits. 

Regarding claim 19, the shape of the interior of the former does not affect the process and 
is merely a matter of design choice and would have been an obvious modification since it has not 
been stated as being critical to the invention and would perform as well as any other shape. 
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ADDITIONAL REFERENCES CITED 



The following prior art is made of record but has not been relied upon in the rejection of 
claims. However, the prior art is considered pertinent to applicant's disclosure. 

The patent to Shields shows a tube applying mechanism that comprises a tube supply, a 
plurality of rollers, a spreader, a cutter and a suction former downstream of the cutter. 

The patents to Strub (5,024,049), Smith and Wilcox show tube applying mechanism that 
comprises a cross folding means of perpendicular plates for opening a tube into a rectangular 
shape. 

The patents to Bagnelle and Cross show tube applying mechanism comprising of a 
former with suction holes. 

The patent to Strub (5,024,049) shows a tube opening former comprising an interior 
guide accommodating the crease in the tube. 

Any inquiry concerning this communication should be directed to Examiner John Sipos 
at telephone number (703) 308-1882. The examiner can normally be reached from 6:30 AM to 
4:00 PM Monday through Thursday. 

The FAX number for Group 3700 of the Patent and Trademark Office is (703) 872-9302. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Rinaldi Rada, can be reached at (703) 308-2187. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group Receptionist whose telephone number is (703) 308-1 148. 




^ripaary Examiner 

Art Unit 3721 



